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TIME BAR DETERMINATIONS UNREVIEWABLE
By Joshua A. Hauptman

Atlanta Gas Light Co. v. Bennett Regulator Guards, 2021-1759 (Fed. Cir., May 13, 2022)
(Fed. Cir., decided May 13, 2022, before Newman, Lourie, and Stoll)

»Time bar determinations by the PTAB are not reviewable, even when such determinations are
made in connection with a remand to consider another issue.
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Bennett Regulator Guards ("Bennett”), the assignee of U.S. Patent 5,810,029 (‘029), sued Atlanta
Gas (“AG”) for patent infringement. On July 18, 2013, exactly 1-year after Bennett served AG with a
complaint, AG filed an IPR for review of ‘029. The IPR was instituted and litigated, but the Board
vacated the institution decision before rendering a final decision, and terminated the IPR because AG
failed to list all real parties-in-interest (“RPI”) (AG failed to list their parent company). The Board
instituted review and issued a final written decision on a second IPR filed by AG on the same grounds.
Bennett argued the second petition was time barred under 35 USC Sec. 315(b). After the final written
decision was issued, Bennett learned of a corporate merger involving AG’s parent company, which
occurred after the oral hearing but before the final decision was issued and was not disclosed to the
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Board. The Board allowed AG to update the RPI listing, but awarded Bennett monetary sanctions for
AG’s failure to disclose the merger.

In the first appeal (Bennett I), the Federal Circuit held that the 1-year limitation to file an IPR is
not reset when a petition is dismissed without prejudice, and that AG’s petition was accordingly time
barred. The court vacated and remanded the Board’s decision, noting that the sanction order remained
in effect despite termination of the underlying proceeding. Before the Board acted on the remand, the
Supreme Court held in 74ryv that the Federal Circuit lacks jurisdiction to review time bars because those

determinations are intimately related to institution decisions, which are barred from review by section
314(d).

In the second appeal (Bennett II), the Federal Circuit remanded the sanction order for further
consideration. The Board reconsidered the order and the time bar issue under Bennett I, which had
motivated a change in USPTO policy. The Board vacated the institution decision, terminated the
proceeding, and declined to award sanctions. AG appealed again, arguing that the Federal Circuit has
jurisdiction to hear the appeal under 28 USC Sec. 1295(a)(4). The Federal Circuit disagreed and
dismissed the appeal for lack of jurisdiction.

In Bennett 11, the court considered the threshold issue of jurisdiction to review the Board’s termination
decision where the Board vacated its institution decision. The court held it lacked jurisdiction, because
the decision under review had a substantive discussion of time-bar considerations, including discussion
of Bennett I, which AG acknowledged were at the core of the decision, and remand from the Federal
Circuit does not change that result. The new USPTO policy treats the service of a complaint on a party
as starting the time-bar clock regardless of whether the district court action was subsequently dismissed
without prejudice, and the Board’s termination decision did not violate the Bennett II mandate to
reconsider the sanctions order.

TRADEMARK NOT ABANDONED WHERE USE CONTINUES

By Reina Kakimoto

Tiger Lily Ventures Ltd. v. Barclays Capital Inc., Appeal No. 2021-1107
(Fed. Cir. June 1, 2022; Lourie, Bryson, Prost)

» A trademark is not abandoned by filing for bankruptcy liquidation, by allowing registrations to
expire, or by disavowing a predecessor owner of the mark, where the successor continues to use the
mark.
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» Likelihood of confusion with a famous mark is enhanced in an identical mark used for goods

and services similar to those licensed by the owner of the famous mark, despite lack of any evidence of
actual confusion.
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»Bona fide intent to use a mark can be supported by licensing use of the mark and by capacity
to offer goods and services identified in an application for registration of the mark, despite lack of any
evidence of specific intent to use the mark.
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This case stems from the bankruptcy of Lehman Brothers in 2008, followed by Barclays Capital
Inc. (Barclays) purchase of Lehman’s businesses and assets including rights to the “LEHMAN
BROTHERS” trademark. Barclays eventually allowed all registrations of the “LEHMAN BROTHERS”

mark to expire.

In March 2013, Tiger Lily Ventures Inc. (Tiger Lily) filed a trademark application for a standard
character mark, “LEHMAN BROTHERS,” for beers and spirits. In October 2013, Barclays filed a
trademark application for the same word mark for various financial services. In June 2014, Tiger Lily
filed another trademark application for the same word mark for bar and restaurant services. All
applications were filed under §1(b) intent-to-use basis, and eventually allowed and published for
oppositions.

In November 2014, Barclays filed oppositions to Tiger Lily’s two trademark applications on the
ground of likelihood of confusion and false suggestion of connection, lack of bona fide intent and
dilution. Shortly after, Tiger Lily filed an opposition to Barclays’ trademark application on the ground
of lack of bona fide intent to use. The Board dismissed Tiger Lily’s opposition. The Board sustained
Barclays’ opposition only on likelihood of confusion. Tiger Lily appealed, alleging that the Board erred
in (a) determining that Barclays’ had not abandoned the “LEHMAN BROTHERS” mark; and (b) in
finding no likelihood of confusion with Tiger Lily’s mark. Barclays cross-appealed dismissal by the
Board of false suggestion, lack of bona fide intent to use, and dilution allegations.

Tiger Lily alleged that Barclays abandonment of the “LEHMAN BROTHERS” mark foreclosed
its opposition to the Tiger Lily mark under 15 U.S.C. § 1052(d). In response, Barclays showed
substantial evidence that the mark had been used prior to the filing of Tiger Lily’s trademark applications,
giving Barclays at least a common law trademark, and circumstances supported an inference that the
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mark would be used in the future, as well. The Federal Circuit affirmed the Board’s judgment on this
ground.

The court also affirmed the Board’s judgment that Tiger Lily’s use of the “LEHMAN
BROTHERS,” rejecting Tiger Lily’s evidence of no actual confusion and explaining that “a famous mark
casts a long shadow which competitors must avoid.” The court also dismissed Barclays’ cross-appeal as
moot.

CO-AUTHOR COULD BE INVENTOR

By Gregory P. Brummett

Google LLC v IPA Technologies Inc., Appeal Nos. 2021-1179, -1180, and -1185
(Fed. Cir., decided May 19, 2022, before Dyk, Schall, and Taranto)

» While co-authorship does not presumptively make the co-author a co-inventor, co-authorship
is still “significant corroborating evidence that a co-author contributed to the invention.”
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»During an inter parties review (“IPR”) proceeding, deciding whether or not an asserted
reference is prior art “by another” the Board must:

determine which portions of the reference were relevant to finding that the reference
anticipated/obviated the claim(s) at issue;

evaluate the degree to which those relevant portions were conceived “by another;” and

determine whether that other person’s contribution was significant enough, when
measured against the full disclosure of the reference, to render that person a joint inventor of the relevant
portions of the reference.
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IPA is the owner of two patents issued from applications filed January 5, 1999, U.S. Pat. No.
6,851,115, and March 17, 1999, U.S. Pat. No. 7,069,560, that relate to software-based Open Agent
Architecture (OAA). The two patents list Martin and Cheyer as the inventors. On March 23, 1998, an
academic paper describing the OAA project had been published in the Proceedings of the Third
International Conference on the Practical Application of Intelligent Agents and Multi-Agent Technology
and named inventors Martin and Cheyer and their non-inventor supervisor Dr. Douglas B. Moran as co-
authors (the Martin reference). In 2019, Google petitioned the Board for inter partes review (“IPR”) of
certain of the patent claims in light of the Martin reference arguing that the identified claims were
obviousness in view of the Martin reference and that because the authors of the Martin reference (Martin,
Cheyer, and Moran) were not the same as the named inventive entity (Martin, Cheyer), the Martin
reference was valid prior art “by others.” The Board instituted the requested IPR but determined that
Google did not meet its burden of providing sufficient support for establishing the correct inventive entity
of the claimed subject matter and concluded that Moran’s testimony, while credible, was insufficiently
corroborated. Google appealed.

On review, the Federal Circuit explained that because, in an IPR, “the burden of persuasion is on
the petitioner to prove ‘unpatentability by a preponderance of the evidence,” and that burden never shifts
to the patentee” there was no error in the Board’s assertion that it was Google that had the burden of
establishing that the Martin reference was prior art “by another.” The reviewing court noted agreement
among the parties that the Board’s holding was based on a conclusion that there was insufficient
corroboration of Dr. Moran’s inventorship. The court, however, further explained that while co-
authorship on a paper does not presumptively make the co-author a co-inventor, that co-authorship is
still “significant corroborating evidence that a co-author contributed to the invention” disclosed in that
paper.

Because Dr. Moran’s co-authorship was “significant corroborating evidence,” the court
concluded that the Board had erred by not addressing the inventorship issue on the merits. The court
also held that in light of the direct conflict between Martin and Cheyer, who asserted that Moran was not
an inventor, and Dr. Moran, who asserted that he was, in fact, an inventor, the Board was obligated to
make findings of fact regarding Dr. Moran’s inventorship, or lack thereof. The Federal Circuit did not
consider the evidentiary conflict appropriately resolved, and remanded the case to the Board to resolve
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the conflict and to make appropriate findings of fact regarding the applicability of the Martin reference
to the patent claims at issue.

SELF-SIMILAR IS ‘SHURE’LY DEFINITE

By Chang Yang

ClearOne Inc., v. Shure Acquisition Holdings Inc.., Appeal No. 2021-1517
(Fed. Cir., June 1, 2022, Moore, Newman, Hughes)

»The term “self-similar,” when used in a patent claim, is not indefinite, but has a definite
meaning where examples described in the patent specification fully explained the meaning of the term.
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»Sanctions for abusive behavior before the Board are imposed at the Board’s discretion, and a
motion to sanction is heard at the Board’s discretion.
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Shure owns U.S. Patent 9,565,493 (‘493 patent), which claims microphone arrays and housings
in a “self-similar” configuration. During inter partes review filed by ClearOne, Shure moved to add new
independent claim 57 reciting the “self-similar configuration.” The Board granted the motion concluding
that a skilled artisan would understand the meaning of the term “self-similar,” and would understand that
meaning to include the specification’s disclosure of “factual-like configurations or constellations.” The
Board also determined that the description of the term in the specification does not create ambiguity
about the terms’ meaning. ClearOne moved for rehearing, and for sanctions against Shure on grounds
that Shure filed for inter partes review of a ClearOne patent, also about microphone arrays, citing prior
art that was not disclosed to the Board in the IPR of the ‘493 patent. The Board denied ClearOne’s
request for rehearing and did not authorize ClearOne to file the sanctions motion. ClearOne appealed.
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Upon review, the Federal Circuit determined that the written description of the ‘493 patent
provides, with reasonable certainty, the scope of the term “self-similar.” The specification describes
examples of microphones arranged in a “similar or repeating configuration;” “a fractal, or self-similar,
configuration surrounding a central microphone;” and in other repeating shapes including “ovals,
squares, rectangles, triangles, pentagons, or other polygons.” Fig. 9 of the ‘493 patent also illustrates a
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self-similar arrangement of microphones in nested concentric circles. Extrinsic evidence reviewed by the
court was also consistent with the intrinsic record. The reviewing court affirmed the Board’s holding
that, in light of the specification, the term “self-similar” informs skilled artisans, with reasonable
certainty, about the scope of the invention.

The court finally reviewed the Board’s decision to refuse to authorize ClearOne to file a sanctions
motion. The court held that the Board, in finding that the arguments ClearOne raised in its sanctions
motion were “essentially the same as the arguments presented and developed in its Request for
Rehearing,” and that Shure did not intend to breach its duty to disclose references, did not abuse its
discretion to refuse authorization.
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