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CLARITY IS KEY WITH 35 USC 112(F)
By Subaru Kanesaka

Grace Instrument Indus., LLC v. Chandler Instruments Co., LLC, Appeal No. 2021-2370
(Fed Cir., January 12, 2023, Chen, Cunningham, and Stark, precedential)
» Claim language should (1) be written clearly to avoid being interpreted in a detrimental
way, and (2) avoid interpretation under 35 USC 112(f) unless the specification provides a
corresponding structure.
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Grace Instrument Industries, LLC (hereinafter “Grace”) sued Chandler Instruments Company,
LLC (hereinafter “Chandler”) in the United States District Court for the Southern District of Texas,
alleging that Chandler’s Model 7600 viscometer infringed multiple claims of U.S. Patent No. 7,412,877
(’877 patent). The district court issued its claim construction order, finding that (1) the term “enlarged
chamber” in independent claims 1 and 4 is indefinite, and (2) in regards to the feature “means for driving
said rotor to rotate located in at least one bottom section” in claim 4, (a) “located in at least one bottom
section” modifies “means for driving” and does not modify “said rotor”, and (b) the corresponding


https://ipfirm.com/people/subaru-kanesaka-associate
https://cafc.uscourts.gov/opinions-orders/21-2370.OPINION.1-12-2023_2062188.pdf
https://www.ipfirm.com/

structure of “means for driving” is (i) magnetic coupling or (ii) a direct drive at the bottom of the cell
body. The district court concluded that recitation of an “enlarged chamber” was indefinite because
“enlarged” is a relative term and the *877 patent fails to disclose any reference for enlargement.

Grace appealed the district court’s claim constructions. Applying the Nautilus standard, and
reviewing intrinsic evidence of the meaning of “enlarged,” the Federal Circuit agreed with Grace that
the meaning of “enlarged” is explained in the patent as referring to a feature that addresses viscometer
inaccuracy by minimizing contamination of tested samples, and that the district court’s reliance on
extrinsic information to construe the term was erroneous in light of the intrinsic evidence of the term’s
meaning. The reviewing court vacated the district court’s holding that the term was indefinite and
remanded for consideration of additional definiteness arguments.

The Federal Circuit affirmed the district court’s construction of “located in at least one bottom
section.” Finding that “means for driving said rotor to rotate” should be read as a unit, based in part on
use of the same phrase in a dependent claim, the reviewing court agreed with the district court that the
skilled artisan would read the “means” as being “located in at least one bottom section.”

The Federal Circuit also affirmed the district court’s construction of “means for driving said rotor
to rotate.” The reviewing court rejected Grace’s argument that the district court’s construction is
improper as being based, in part, Grace’s improper interpretation of the recited “bottom section” as
referring to the pressure vessel component of the viscometer, rather than to the viscometer as a whole.
The Federal Circuit agreed with the district court that the intrinsic record, including recitation in
dependent claims, comparison of usage in the independent claims, and description in the specification
that the “means for driving” is a magnetic coupling, some components of which must be outside the
pressure vessel, requires that the recited “bottom section” refer to the bottom section of the viscometer,
not the pressure vessel.

PAST CONDUCT CAN PREDICT FUTURE BEHAVIOR IN HATCH-WAXMAN

PROCEEDINGS
By Kien Le

Genentech,Inc. v. Sandoz, Inc., Appeal No. 2022-1595
(Fed. Cir., December 22, 2022, Newman, Lourie, and Prost, precedential)

» Past conduct is relevant to what will happen in the future, and courts will consider all
relevant evidence when considering induced infringement in a Hatch-Waxman suit.
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This case involves pirfenidone - a drug used to treat idiopathic pulmonary fibrosis (“IPF”’) which
is an irreversible lung disease. Genentech’s patents at issue, Liver Function Test (“LFT”) patents and
Drug-Drug Interaction (“DDI”) patents, do not claim pirfenidone or its use to treat IPF. Instead, the
patents claim methods for managing certain side effects when using pirfenidone to treat IPF. The LFT
patents are directed to methods for administering pirfenidone to a patient exhibiting an abnormality in a
liver function biomarker, by temporarily discontinuing or reducing the dose of pirfenidone and then
returning to the full dose or a reduced dose. The DDI patents are directed to methods for administering
pirfenidone to a patient taking fluvoxamine (a drug for obsessive compulsive disorder), by either
discontinuing fluvoxamine or modifying the dose of pirfenidone and continuing fluvoxamine, to avoid
adverse interactions between the two drugs.

Sandoz submitted two Abbreviated New Drug Applications (“ANDAs”) seeking approval from
the United States Food and Drug Administration (“FDA”) to market a generic version of pirfenidone.
Genentech then brought this Hatch-Waxman suit, asserting that Sandoz’s generic product would induce
infringement of its LFT and DDI patents. The District Court found that the asserted LFT claims would
have been obvious over the prior art and standard medical practices, and that Sandoz’s product would not
directly infringe the DDI patents. Genentech appealed. The United States Court of Appeals for the Federal
Circuit (“CAFC”) affirmed.

As to the LFT patents, Genentech challenged, among other things, the District Court’s
interpretation of the prior art. The CAFC reviewed the District Court’s determination of what the prior
art teaches, which is a factual question, for clear error. In a previous case, the CAFC had held that where
there are two permissible views of the evidence, the fact-finder’s choice between them cannot be clearly
erroneous. Pursuant to that principle, and upon careful scrutiny of the record, the CAFC held that the
District Court did not err in its prior art interpretation, and affirmed the District Court’s holding that the
LFT claims would have been obvious.

As to the DDI patents, to succeed on a theory of induced infringement in a Hatch-Waxman case,
in which infringement is defined by filing an ANDA before the infringing product is marketed, the
plaintiff is required to prove by a preponderance of the evidence (1) direct infringement, i.e., if
defendant’s drug was put on the market, it would infringe the relevant patent; and (2) that defendant
possessed the specific intent to encourage another’s infringement. The CAFC held that Genentech failed
to prove the first prong, that Genentech’s ANDA filing would directly infringe any of the asserted claims.
More particularly, Genentech had not shown that any patient would be prescribed both pirfenidone and
fluvoxamine as required by the asserted claims of the DDI patents. On the other hand, Sandoz submitted
evidence including testimony from physicians that, in their decades of treating IPF patients, they had
never prescribed pirfenidone to an IPF patient taking fluvoxamine; and were they to find themselves in
that position, they would choose a non-infringing response, €.g., prescribing an alternative to pirfenidone.
The CAFC agreed with Sandoz that past conduct is relevant to what will happen in the future. The CAFC
then held that the District Court did not err, by considering all the relevant evidence including the
physicians’ testimony, in finding that Genentech had not met its burden to show that Sandoz’s ANDA
filing would directly infringe the asserted claims of the DDI patents. The CAFC affirmed the District
Court’s holding of non-infringement.

CONCRETE TECHNOLOGICAL ADVANCES INDICATE PATENT ELIGIBILITY
By Nick Fan

ADASA Inc. v. Avery Dennison Corporation, Appeal No. 2022-1092
(Fed. Cir., December 16, 2022, Moore, Hughes, and Stark, precedential)
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» If the focus of a patent claim is a specific and concrete technological advance, for example
an improvement to a technological process or in the underlying operation of a machine, the
claim is eligible for patenting.
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Background:
Avery Dennison Corporation appeals the district court’s grant of summary judgment that claim

1 of U.S. Patent No. 9,798,967 is directed to eligible subject matter under 35 U.S.C § 101 and is not
invalid under 35 U.S.C. §§ 102 and 103.

The 967 patent is related to systems and methods for commissioning RFID tags “on-demand”
without the need for continuous connectivity to a central database. The *967 patent seeks to overcome
challenges associated with the central database. Claim 1 of the ‘967 patent, which is the only claim at
issue on appeal, is directed to an RFID transponder.

Holding:

The Federal Circuit affirmed the district court’s holding that claim 1 is eligible for patenting
under § 101. The Federal Circuit, however, reversed the district court’s holding that claim 1 is neither
anticipated nor rendered obvious by the cited references.

Discussion:

The Federal Circuit held that claim 1 is not directed to an abstract idea but it is directed to a
specific, hardware-based RFID serial number data structure designed to enable technological
improvements to the commissioning process. Claim 1 specifically recites portions of an RFID serial
number that are used in different ways. To determine whether claim 1 is patent eligible, the Federal
Circuit applied the two-step analytical framework set forth in Alice Corp. Pty. v. CLS Bank Int’l, 573
U.S. 208, 217 (2014). In step one of Alice, the court determines whether the claims at issue are directed
to a patent-ineligible concept. If the focus of the claim is a specific and concrete technological advance,
for example an improvement to a technological process or in the underlying operation of a machine, the
court inquiry ends, and the claim is eligible. Because the Federal Circuit finds claim 1 is eligible under
step one of Alice, the court did not proceed to step two of Alice, which assess whether the elements of
the claim both individually and as an ordered combination transform the nature of the claim into a patent
eligible application.

The Federal Circuit rejected Avery Dennison’s contention that claim 1 is directed to nothing more
than mentally ascribing meaning to a pre-existing data field. The Federal Circuit concluded that claim 1
is directed to eligible subject matter as a matter of law and bolstered the conclusion about claim 1’s
eligibility by prior decisions finding similar claims eligible. In Uniloc, the eligible claims append an
additional data field to a prior art data structure used for polling stations in a communication system. In
Enfish, the eligible claims are related to a specific type of self-referential data structure designed to
improve the way a computer stores and retrieves memory.
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