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NEW EXPRESSION, ALONE, DOES NOT MAKE COMMERCIAL COPYING FAIR USE
By Nick Fan

Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith, Appeal No. No. 21-869
(U.S. Supreme Court, May 18, 2023)

» The question of fair use depends in part on whether an allegedly infringing use has a purpose or
character distinct from the original. The difference is a matter of degree, and must be evaluated
against any commercial nature of the use. Although new expression, meaning, or message may
be relevant to whether a copying use has a sufficiently distinct purpose or character, it is not,
without more, sufficient to show fair use.

> BA AL BAE AYNS AT AR JAHE AL BHo} HZo] Ar
HEA oo ARRE wele] FULh 1 Aol AEY FAlo|m, AHEo] FH
dA3 vlaste]l Hrbsjof gyt M2 Rd, v Ee= WAA= 2 AR
mHol} o] FHE FRHA o] Bele] U F YA, ARWORE FH
AHES AT 8710l T EkA U

> NIEfEFRORER T, BRI IR ECEEEM S FER & 22 i & XAl 3 HIY
HLEVEFEZHAE LTV PRETH L, XDOERBBEEOMETHY ., ZOEMD
WA TR B RGERRERR IS L CEHli S e d i e b v, FieaRE. BERD 2 i
Ave—Tlwnd b0, av— A TIICKAITE S HICRIELGD 559 5

EBEMER D o7z LTH, ENE T TRAERMEEROFEHE LT+ E Clik
/2N

> G B A i) R 0 B T AR AU 2 15 B A 5 s G A& A R H A sRFE

e SRR B R ), PP Al I A XA K B R, BARFTIY A, B


https://www.supremecourt.gov/opinions/22pdf/598us2r23_c0n2.pdf

XEfE B ATe S E Hil LA 2 & BA R B H U IER X, (HAUREAE E L HiE
i, WA e DUIER & B,

Pop artist Andy Warhol created 16 silkscreen portraits of the musician Prince based on a
copyrighted photograph by Lynn Goldsmith. One of the 16 silkscreen portraits, created in the 1980°s, is
an image of “Orange Prince.” Andy Warhol Foundation (“AWF”) licensed “Orange Prince” to Condé
Nast in 2016 to appear on the cover of a magazine commemorating Prince. Goldsmith notified AWF of
her belief that it had infringed her copyright. AWF then sued Goldsmith for a declaratory judgment of
noninfringement or, in the alternative, fair use. Goldsmith counterclaimed for infringement.

District Court’s ruling for AWF’s defense of fair use, based on the four fair use factors in 17 U.
S. C. §107, was reversed by the Court of Appeals for the Second Circuit. The Supreme Court considered
the question whether the first fair use factor, “the purpose and character of the use, including whether
such use is of a commercial nature or is for nonprofit educational purposes,” §107(1), weighs in favor of
AWEF’s recent commercial licensing to Condé Nast.

Affirming the Court of Appeals, the Supreme Court held that the “purpose and character” of
AWEF’s use of Goldsmith’s photograph in commercially licensing Orange Prince to Condé Nast does not
favor AWF’s fair use defense to copyright infringement. The Court explained that the fair use question
posed must be addressed by focusing on whether an allegedly infringing use has a further purpose or
different character, and the degree of difference must be weighed against other considerations, like
commercialism. A showing of sufficiently distinct purpose or character, without more, is insufficient to
establish fair use, especially where the challenged use is commercial in nature.

The Copyright Act provides safe harbor for fair use of a copyrighted work “for purposes such as
criticism, comment, news reporting, teaching..., scholarship, or research....” 17 U.S.C. § 107. To
determine whether a use is fair, judicial balancing of several factors is required. In this case, “the purpose
and character of the use, including whether such use is of a commercial nature or is for non-profit
educational purposes,” must be considered. 17 U.S.C. § 107(1). The central question is whether the use
“merely supersedes the objects of the original creation . . . (supplanting the original), or instead adds
something new, with a further purpose or different character.” Campbell v. Acuff-Rose Music, Inc., 510
U.S. 569, 579 (1994). While commercial use is not dispositive, it must be weighed against the degree to
which the use has a further purpose or different character.

The SCOTUS ruled that the first fair use factor does not favor AWF, even though Orange Prince
adds new expression to Goldsmith’s photograph, because the original photograph and AWF’s copying
use of it share substantially the same purpose, namely publication in a magazine to illustrate stories about
Prince. Additionally, AWF’s use is of a commercial nature. The Court used the example of Warhol’s
Campbell’s Soup Can Series to illustrate the point. In those works, which incorporate the advertising
graphics of Campbell’s soup cans, the purpose of Campbell’s logo and graphics is to advertise soup,
whereas the purpose of Warhol’s use is for artistic commentary on consumerism, and specifically on the
Campbell’s logo itself, a different purpose from that of Campbell’s.

The Supreme Court rejected AWEF’s argument that its use of Goldsmith’s photograph is a fair use
because Warhol’s silk-screen image of the photograph has a different meaning or message and is
transformative. Explaining that, were fair use denominated merely by transformation, such doctrine
would swallow the copyright owner’s exclusive right to prepare derivative works. In this case, whereas
the Warhol version portrays Prince somewhat differently than the original photo, the degree of difference
is not sufficient to authorize the commercial nature of the use, and as explained above the use is for the
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same purpose as the original photograph. This use has no critical or commentary relationship to the
original photograph, and authorizing such uses as fair uses would allow a range of commercial copying
of photographs for purposes substantially the same as those of the originals.

OBVIOUSNESS IS IN THE EVIDENCE

By Josh Hauptman
BOT M8 LLC v. Sony Interactive Entertainment LLC, Appeal No. 2022-1291
(Fed. Cir. May 9, 2023, Prost, Reyna, and Cunningham, precedential)

» Anargument that claim construction was erroneous must show the error of construction and must
show how the erroneous construction resulted in an adverse result for the appellant.
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» Where evidence of obviousness is examined at trial, arguments on appeal that a conclusion of
obviousness is erroneous must show that a reasonable finder of fact would disregard the evidence.
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Bot M8 alleged that Sony's PlayStation 4 (PS4) console infringed its gaming machine patent, US
Patent No. 8,078,540 (the '540 patent), which is directed to a gaming machine that authenticates certain
data and includes both a motherboard and a separate board. Sony responded by petitioning for Inter
Partes Review (IPR) of claims 1-6 of the ‘540 patent. The Board construed claim 1 as requiring writing
a game program to the motherboard only after authenticating the game program. Based on that
construction, the Board found all claims of the ‘540 patent obvious over two prior art references.

On appeal, the Court of Appeals for the Federal Circuit affirmed. The Federal Circuit rejected
Bot M8’s argument that the Board misconstrued claim 1 as covering writing a portion of a game program,
or other data, to the motherboard prior to authentication. The reviewing court agreed with the Board that
representative claim 1 recites writing the game program to the motherboard after authentication, which
clearly precludes writing the entire game program to the motherboard prior to authentication, but does
not preclude (and therefore covers) writing other data prior to authentication. The Board found, and the
Federal Circuit agreed, that the prior art references disclose writing data that is not part of the game
program to the motherboard prior to authentication, and writing the game program itself to the
motherboard only after authentication, as recited in the claims of the ‘540 patent. The claims thus cover
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embodiments disclosed in the prior art references, making the claims at least obvious. The Federal
Circuit also rejected, as harmless error at best, Bot M8’s argument that the Board relied on an improper
construction of the claims as covering embodiments wherein a portion of the game program is written to
the motherboard prior to authentication.

The Federal Circuit also rejected Bot M8’s argument, regarding representative dependent claim
2, that the prior art references would not motivate a person of ordinary skill to use both a motherboard
and another separate board for executing, respectively, an authentication program and a preliminary
authentication program. The Board found, and the Federal Circuit agreed, that Martinek, the first-cited
reference, discloses a board, different from the motherboard, that has a CPU and can execute an
authentication program. The Board also found, and the Federal Circuit agreed, that Diamant, the
secondary reference, discloses use of both an authentication program and a preliminary authentication
program, although both are executed using the same CPU in Diamant. The Federal Circuit rejected Bot
M8’s argument that no reference of record shows using to different CPU’s to run the two programs,
finding that Bot M8 presented no reason why a reasonable finder of fact would discount testimony of
Sony’s expert that running the two programs on two different CPU’s would be advantageous.

INVENTORSHIP REQUIRES SIGNIFICANT CONTRIBUTION

By Kien Le

HIP, Inc. v. Hormel Foods Corp., Appeal No. 2022-1696
(Fed. Cir., May 2, 2023, Lourie, Clevenger, and Taranto, precedential)

» To qualify as a joint inventor, a person must make a significant contribution to the invention as
claimed.
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The patent owner, Hormel, met with David Howard of Unitherm Food Systems (now “HIP”) to
discuss the products/processes that Hormel was developing, and Unitherm’s cooking equipment.
Howard later alleged that it was during these meetings and subsequent testing processes that he disclosed
the infrared preheating concept at issue in this case. Hormel later leased Unitherm’s spiral test oven to
conduct testing in Hormel’s R&D facility. The testing resulted in development of a two-step cooking
process (preheating meat pieces and then cooking the preheated meat pieces) that was the basis for U.S.
Patent 9,980,498 (the ‘498 patent). The patent names four inventors, but does not name Howard as an
inventor. HIP sued, alleging that Howard was the sole inventor or a joint inventor of the ‘498 patent.
The district court held that Howard was not the sole inventor, but he was a joint inventor having
contributed the significant concept, recited in independent claim 5, of preheating using an infrared oven.
The district court ordered the USPTO to issue a Certificate of Correction to the ‘498 patent adding
Howard as an inventor.
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On appeal, the Court of Appeals for the Federal Circuit applied the three-part test from Pannu v.
lolab Corp., 155 F.3d 1344 (Fed. Cir. 1998), which requires an alleged joint inventor to show that they (1)
contributed in some significant manner to the conception of the invention; (2) made a contribution to the
claimed invention that is not insignificant in quality, when that contribution is measured against the
dimension of the full invention; and (3) did more than merely explain to the real inventors well-known
concepts and/or the current state of the art. Focusing on the second factor, the Federal Circuit noted that
Howard’s alleged contribution, preheating with an infrared oven, is mentioned only once in the specification
as an alternative heating method to using a microwave oven, and is recited only once in a single claim (claim
5) in a Markush group, i.e., “using a preheating method selected from the group consisting of a microwave
oven, an infrared oven, and hot air.” The reviewing court further noted that the specification, claims, and
figures prominently feature preheating with microwave ovens. The reviewing court accordingly concluded
that Howard’s alleged contribution of preheating with an infrared oven is “insignificant in quality” when
“measured against the dimension of the full invention,” which squarely focuses on a preheating step using
a microwave oven. Thus, the Federal Circuit reversed the district court, concluding that Howard is not a
joint inventor, according to the established principle that to qualify as a joint inventor, a person must make
a significant contribution to the claimed invention.

NON-ANALOGOUS ART ARGUMENT REQUIRES COMPARISON TO THE PATENT
By Michael McComas

Sanofi-Aventis Deutschland GmbH v. Mylan Pharms. Inc., Appeal No. 2021-1981
(Fed. Cir., May 9, 2023, Reyna, Mayer, and Cunningham, precedential)

» A patent challenger has the burden of demonstrating that a prior art reference is analogous to a
challenged patent by showing the prior art reference is “reasonably pertinent” to the field of
endeavor of the patent. Such showing requires comparison of the prior art reference to the patent,
not to another prior art reference cited by the patent.

> 50l 72 A= U 7| 20| 559 7[sZ2otet | He 2 HE g 0| AF
HolgezN dd 7| 20| #RE FEE = S RASICHE As LSl
Mol AFLICE ofZfet dS=2 1 Foi7t 28t thE dd 7| 20| OfL

E5{et dd 7| 22l & H| sl oF gLt
> BFHFEMZEERT DLDEL. HAHARTEMSIFNES T RS NFHFEEEELH D
CEE. TDERTERMSIBINZDRFOZMEIRM DT L “FEMNGEEENH D
CEERLEMNLIUATHEZED,
> TRRNEBEREETILANERASE XS5BT FIFT R Ju & A8 X7 Rk
BB RASEXMEZTFMEL, XMIEBAFELRZETAHRNEZASEHE, m

FREZTFEIAMS —NERARSE XBETEER,

Background
Mylan Pharmaceuticals Inc. (“Mylan”) initiated inter partes review of a Sanofi-Aventis

Deutschland GmbH (“Sanofi”) patent (RE47,614, “the ‘614 patent”) directed to a drug delivery device
(and method of manufacturing). The Patent Trial and Appeal Board (“Board”) found all 18 claims to be
obvious based on Mylan’s application of three references, two of which were from the field of endeavor
exhibited by the ‘614 patent, with the third, de Gennes, being directed to an automotive clutch bearing.
The Board credited Mylan’s argument that de Gennes was “reasonably pertinent” to a problem faced in
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the ‘614 patent and constituted analogous art to the ‘614 patent, rejecting Sanofi’s definition of the
“problem” as too narrow. The Board noted that Mylan referred to Burren, the primary reference, when
defining the problem to be addressed, but also noted that the ‘614 patent acknowledges that relevant
teachings in Burren perform the same function, concluding that Burren thus addresses a problem faced
by the inventors of the ‘614 patent.

On appeal to the Court of Appeals for the Federal Circuit (“Federal Circuit”), Sanofi maintained
that Mylan had failed to show that de Gennes was analogous art to the ‘614 patent.

Holding
The Federal Circuit agreed with Sanofi and reversed the Board’s decision, holding that Mylan
did not meet its burden to establish obviousness.

Discussion

Because the Board had concluded that the first two references cited by Mylan were not sufficient
to render the claims of the ‘614 patent obvious, whether to apply de Gennes was dispositive. On appellate
review, the Federal Circuit found that “the Board’s factual finding that de Gennes is analogous to the
’614 patent is unsupported by substantial evidence.” The Federal Circuit also found that Mylan failed
to properly allege that de Gennes addresses a problem faced by the inventors of the ‘614 patent.
Explaining that to allege non-analogous art, a petition must compare the art to the claims of the patent
and show that the challenged reference is not pertinent to the field of endeavor of the patent, the Federal
Circuit found Mylan’s comparison of de Gennes to another prior art reference insufficient to allege that
de Gennes is not analogous to the ‘614 patent. Mylan simply did not argue that de Gennes is not pertinent
to the ‘614 patent, and general statements in Mylan’s petition discussing the purported problem
addressed by the ‘614 patent were insufficient to demonstrate that de Gennes was analogous art. The
reviewing court noted that a petitioner is not required to anticipate and raise analogous art arguments in
its initial petition. The petitioner can raise such arguments in a reply to a patent owner’s reply. In this
case, the reviewing court noted that Mylan used its reply brief to dispute whether a demonstration that
de Gennes is analogous art was even needed. Because the necessary argument that de Gennes is
analogous art was not made by Mylan, and the Board agreed that such argument was not made, the
Federal Circuit reversed the Board and found that Mylan had not carried the burden of showing the
claims to have been obvious.
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