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TIE EVIDENCE OF NON-OBVIOUSNESS TO NOVEL ELEMENTS
By David Lynch

Yita LLC v MacNeil IP LLC, Appeal No. 2022-1373, -1374
(Fed. Cir. June 6, 2023, Taranto, Chen, and Stoll, precedential)

» Evidence of commercial success grounded upon an element recited in a patent claim lacks
nexus to demonstrate the claim non-obvious where the recited element is disclosed in prior art

and an artisan of ordinary skill would have been motivated to use that element to achieve the
claimed invention.
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MacNeil owns patents claiming vehicle floor mats that “closely conform” to the walls of the
footwell. In 2020, Yita filed two petitions at the Patent Trial and Appeals Board to invalidate two
MacNeil patents related to vehicle floor trays, U.S. Patents, Nos. 8,382,186 (“the ‘186 patent”) and
8,833,834 (“the ‘834 patent”). Yita urged that MacNeil’s patents be invalidated as obvious in view of
prior art references Rabbe, Yung, and Gruenwald. Rabbe teaches floor mats that “perfectly conform to
the contour of the vehicle interior.” Yung teaches vehicle floor mats with a flexible, light weight, middle

plastic layer that is “waterproof Polyethylene . . . or Polyethylene—Vinyl Acetate . . . foam.” Gruenwald
is a book that teaches methods of thermoforming.
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In IPR 2020-01139 (“the ‘1139 IPR), the PTAB found that a relevant artisan would have been
motivated to combine the teachings of the three references to arrive at claims 1-7. However, the PTAB
rejected the obviousness challenge to claims 1-7 of the ‘186 patent, finding that evidence of secondary
considerations presented by MacNeil, stemming from commercial success of its WeatherTech product,
was “compelling and indicative of non-obviousness” that was coextensive with the claims. In IPR 2020-
01142 (“the ‘1142 IPR”), the Board rejected the same evidence of secondary considerations as lacking
nexus with claims 13-15 of the ‘834 patent, finding those claims obvious. The Board rejected Yita’s
challenges to claims 1-12 of the ‘834 patent after declining to consider an argument, regarding criticality
of a dimension recited in the claims, that Yita had raised in a footnote in its reply brief. The Board
concluded that the reply-footnote position was a “new position” and “outside the scope of a proper reply.”

On appeal, the Federal Circuit reversed the Board’s decision regarding the ‘1139 IPR. The court
held that the Board relied upon legally incorrect reasoning for rejecting Yita’s obviousness challenge
based on erroneous analysis of nexus regarding MacNeil’s secondary-consideration evidence of
commercial success. The court found the Board’s reliance on a finding that Rabbe “does not establish
that close conformance was well-known’ to defeat a showing of obviousness in view of Rabbe erroneous.
The Federal Circuit recognized that secondary-consideration evidence “may be linked to an individual
element” of the claimed invention or “to the inventive combination of known elements” in the prior art.
However, MacNeil’s evidence of commercial success related entirely to an individual element, which
was disclosed in the prior art, and which an ordinary artisan would have been motivated to use. The
Federal Circuit thus held that the evidence of commercial success was not pertinent and did not
undermine the obviousness of the claimed invention.

Regarding the ‘1142 IPR, the Federal Circuit affirmed the Board’s decision not to consider an
argument raised for the first time by Yita in a footnote in its Petitioner’s Reply. The court found no
abuse of discretion because it has repeatedly ruled that the PTAB is within its discretion to decline to
consider new theories of unpatentability when they are presented for the first time in a reply.

INVENTORS MAKE SIGNIFICANT CONTRIBUTIONS

By Wonjun Choi

Blue Gentian, LLC v. Tristar Products, Inc., Appeal No. 2021-2316
(Fed. Cir. June 9, 2023, Prost, Chen, and Stark, precedential)

» Joint inventorship is a fact-specific question that requires a significant contribution to the
invention, corroboration of that contribution, and collaboration.
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» Since errors/omissions in inventorship may be corrected after issuance, patentees should carefully
evaluate any potential attacks on inventorship before bringing an infringement suit.
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Blue Gentian, LLC, National Express, Inc., and Telebrands Corp. (collectively, “Blue Gentian™)
sued Tristar Products, Inc. (“Tristar”) for infringement of six U.S. Patents, U.S. Patent Nos. 8,291,941,
8,291,942, 8,479,776, 8,757,213, D722,681, and D724,186. Tristar counterclaimed to correct
inventorship of all six patents. After an evidentiary hearing, the district court determined that a nonparty,
Gary Ragner, should have been a named co-inventor on all asserted patents. The district court ruled in
Tristar’s favor and ordered correction of the patents.

In 2011, Ragner Technology Corporation (“Ragner Tech.”) was seeking investors to bring its
MicroHose product, an expandable hose, to market. Mr. Ragner, founder of Ragner Tech., and six others
met with Mr. Berardi, the named inventor of the patents at issue. Mr. Ragner has a B.S. in physics and
an M.S. in aero-space engineering, and prior to the meeting, had designed many expandable hose proto-
types. Mr. Berardi has a degree in sociology, and at the time of the meeting, had no experience designing
or building hoses. Mr. Berardi testified that he went to Home Depot a few hours after the Ragner Tech
meeting and purchased materials to make his own expandable hose prototype where water flowed
through an outer tube and an inner elastic tube was used for retraction. This prototype was similar in key
respects to a prototype shown at the meeting. Three months later, Mr. Berardi filed his first expandable
hose patent application (which was eventually issued as the 941 patent). The district court found that
Mr. Ragner had conveyed three key elements of the hose to Mr. Berardi during a meeting, and found that
these key elements amounted to a significant contribution to the conception of at least one claim in all
S1X patents.

The Court of Appeals for the Federal Circuit affirmed. The reviewing court rejected Blue
Gentian’s arguments that the district court erred by not construing the claims, by not sufficiently tying
the elements contributed by Mr. Ragner to the claims, and by finding Mr. Ragner’s contributions
significant despite, according to Blue Gentian, that the claims do not reflect those contributions. The
Federal Circuit rejected each of these arguments.

The reviewing court explained that Trovan, Ltd. v. Sokymat SA, 299 F.3d 1292 (Fed. Cir. 2002),
does not establish a threshold requirement that claims be construed prior to drawing any conclusions
about inventorship if all questions of claim scope have been resolved. A district court is not required to
prospectively address hypothetical claim construction issues. Because there was no issue of claim scope
identified in the appeal, there was no showing that claim construction was a necessary prerequisite to the
inventorship question.

Regarding the key elements of the claims, the Federal Circuit found the district court had properly
noted that all the claims of the asserted utility patents required the three elements, which was an
undisputed fact of the trial. The Federal Circuit further noted that Blue Gentian had relied on the same
three elements to distinguish prior art during prosecution of at least one patent, tying those elements to
the claims and demonstrating their significance. The Federal Circuit also agreed with the district court



that the three elements also carry the elements of the designs in the design patents, as Mr. Berardi had
testified.

Finally, the Federal Circuit rejected Blue Gentian’s argument that the three contributed elements,
singled out, were each in the prior art, noting that this argument does not address the combination of the
elements. The reviewing court found that Blue Gentian had not shown clear error in the district court’s
finding that the three contributed elements, in combination, were significant and were contributed by Mr.
Ragner.

VIOLATING PTAB BRIEFING RULES CAN HAVE SERIOUS CONSEQUENCES

By Shawn Joseph

Parus Holdings, Inc. v. Google LLC, Appeal No. 2022-1269
(Fed. Cir. June 12, 2023, Lourie, Bryson, and Reyna, precedential)

» Inan IPR, the PTAB may consider issues beyond the statutory grounds for petitioning for IPR,
especially where a party has raised such issues in a defensive brief.
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» The requirement for the PTAB to consider all evidence in an IPR does not relieve parties to the
IPR from compliance with briefing rules established by the PTAB.
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Google petitioned for inter partes review of claims in two patents owned by Parus, U.S. Patent
Nos. 7,076,431 (“the ‘431 patent”) and 9,451,084 (“the ‘084 patent”). The Patent Trial and Appeals
Board held, in these two IPRs, that claims 1, 2, 4-7, 10, 13, and 14 of the ’431 patent, and claims 1, 2,
4-7, 10, and 14 of the *084 patent, are unpatentable as obvious. The challenged patents are directed to
an interactive voice system that allows a user to request information from a voice web browser. The
challenged patents are continuations of a patent application filed on February 4, 2000, and published as
U.S. Patent Publication No. 2001/0047262 (“Kurganov-262"). Google LLC, Samsung Electronics Co.,
Ltd., Samsung Electronics America, Inc., LG Electronics Inc., and LG Electronics USA, Inc.
(collectively, “Appellees”) petitioned for inter partes review by USPTO, alleging obviousness over
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Kovatch, WIPO publication WO01/050453 (filed on July 12, 2001 and earliest possible priority date of
January 4, 2000), and Kurganov-262.

Parus argued that Kovatch was not prior art under applicable law because the claimed inventions
had been conceived at least by July 12, 1999, and reduced to practice at least by December 31, 1999. To
show prior invention, Parus submitted approximately 40 exhibits totaling 1,300 pages, in addition to
claim charts exceeding 100 pages, but with “only minimally cited small portions of that material in its
IPR briefs without meaningful explanation.”

The Board declined to consider Parus’s arguments and evidence that the challenged patents were
conceived and reduced to practice prior to Kovatch’s priority date because it found that Parus had failed
to comply with 37 C.F.R. § 42.6(a)(3), which prohibits incorporation by reference in IPR briefs. The
Board further found that the evidence submitted by Parus demonstrated that the challenged claims were
not entitled to the February 4, 2000, priority date, so Kurganov-262 therefore qualified as prior art
because the computing device “configured to periodically search via one or more networks to identify
new web sites and to add the new web sites to the plurality of web sites,” as recited in the challenged
claims, was not disclosed in Kurganov-262.

On appeal, the Court of Appeals for the Federal Circuit affirmed both conclusions by the Board.
Regarding the PTAB briefing rules, the reviewing court explained that ““...when a patent owner attempts
to antedate an asserted prior art reference, the patent owner assumes a temporary burden of production,”
and that “[t]he burden of production cannot be met simply by throwing mountains of evidence at the
Board without explanation.” Finding that Parus does not dispute that it incorporated arguments by
reference, the Federal Circuit found it was not an abuse of discretion for the Board to ignore Parus’s
arguments, and that by seeking to antedate a prior art reference, Parus had the burden to explain how its
cited evidence was effective to remove the prior art reference.

The Federal Circuit also rejected Parus’s argument that the Board improperly based it’s priority
conclusion on a written description analysis, and that the Board’s analysis was erroneous. The court
explained that 35 U.S.C. § 311(b) limits the grounds on which an IPR petition can be based, but does not
limit the issues the Board may consider in resolving the IPR. Because Parus sought to antedate the
Kovatch reference, the Board was required to consider written description support to resolve the issue
raised by Parus. The court also found that the Board’s conclusions about written description support for
the challenged claim language were supported by substantial evidence.
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