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SOFTWARE PATENT ELIGIBILITY AT SUMMARY JUDGMENT

By Bobbie Wu

Chewy, Inc., v. International Business Machines Corp., Appeal No. 2022-1756

(Fed. Cir., March 5, 2024, Moore, Stoll, Cunningham, precedential)

» A patentee may establish a genuine factual dispute by relying on documentary evidence such as
user manuals, strategy documents or deposition testimony to support its infringement case at
summary judgement stage, without necessarily identifying the precise location of the allegedly
infringing code.
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» Software patent claims that do not specify how the recited concept is accomplished may be
invalid under 35 U.S.C. § 101.


https://cafc.uscourts.gov/opinions-orders/22-1756.OPINION.3-5-2024_2280474.pdf
https://www.ipfirm.com/
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Background:

IBM owns the 7,072,849 (’849) and 7,076,443 (°443) patents at issue, which generally relate to
improvements in web-based advertising. The *849 patent discloses improved methods for presenting
advertisements to a user of an interactive service. The 443 patent discloses improved systems and
methods for targeting advertisements.

Chewy sued IBM seeking a declaratory judgment of noninfringement of the two IBM patents. In
response, IBM filed counterclaims alleging Chewy’s website and mobile applications infring the patents.
The district court granted summary judgment of noninfringement of claims 1, 2, 12, 14, and 18 of the
’849 patent, and that claims 13, 15, 16, and 17 of the 443 patent are ineligible for patenting under 35
U.S.C. § 101.

Holding:

The Court of Appeals for the Federal Circuit affirmed the summary judgment of noninfringement
of claims 1, 2, 14, and 18 of the 849 patent, and that claims 13, 15, 16, and 17 of the *443 patent are
unpatentable, and reversed summary judgment of noninfringement regarding claim 12 of the 849 patent.

Discussion:

(A) ’849 Patent: Claims 1,2, 14, and 18

The Federal Circuit affirmed construction of the phrase “selectively storing advertising objects
at a store established at the reception system” recited in claim 1 of the ‘849 patent as “retrieving
advertising objects and storing at a store established at the reception system in anticipation of display
concurrently with the applications.” The reviewing court reasoned that the intrinsic evidence (e.g.,
written description and the prosecution history) supports the district court’s construction, consistently
describing the invention as including pre-fetching of advertising objects. IBM argued that Chewy’s
source code “prefetches” or “preloads”™ advertising objects such that “near of view images are preloaded
lazily before they come into view,” and that this description proves the “pre-fetching” component of the
district court’s construction. The Federal Circuit rejected IBM’s argument, explaining that Chewy’s
code retrieves advertising objects in response to a user requesting a page, and not in anticipation of the
user requesting a page in connection with which they are to appear. The Federal Circuit thus concluded
that there is no material factual dispute as to whether Chewy’s code performs “pre-fetching.”

(B) ’849 Patent: Claim 12

Claim 12 depends from claim 8, which recites a step of establishing characterizations for
respective users based on the compiled data. CAFC agreed with IBM that there is a genuine dispute of
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material fact as to whether Chewy “establish[es] characterizations for respective users.” CAFC reasoned
that because Chewy’s privacy policy supports a finding that Chewy delivers advertisements based on the
individual user’s interaction history, which creates a genuine issue of material fact regarding whether
Chewy “establish[es] characterizations for respective users,” and Chewy’s internal document of
“Currently Launched Strategies” shows Chewy uses individualized targeting criteria, which sufficiently
describes the accused functionality to create a genuine dispute of fact. CAFC noted that IBM may
establish a genuine factual dispute “by relying upon its documentary evidence, without necessarily
identifying the precise location of the allegedly infringing code.”

(C) ’443 Patent: Claims 13, 15,16 and 17

The Federal Circuit observed that these claims broadly recite correlating advertisements with
search results using a generic process, and found the recited process to be a type of targeted advertising
considered abstract under step one of the Alice patent eligibility framework. The reviewing court
reasoned that the claims are not directed to any challenges unique to computer networks, or to any
specific improvements to the functionality of the computer itself. The claims merely recite the concept
of identifying advertisements based on search results, without any specificity as to how this is
accomplished.

At Alice test step two, the Federal Circuit concluded that none of the recited elements,
individually or as an ordered combination, constitute a sufficient inventive concept to render identifying
advertisements based on search results, as recited in these claims, into patent-eligible subject matter. The
reviewing court reasoned that the claims recite a generic process of obtaining search results from a search
query and using the search results to identify advertisements, but do not recite any specific
implementation of the abstract concept.

SUFFICIENCY OF EVIDENCE TO PROVE DECEPTIVE INTENT

By Michael McComas

Freshub, Inc., v. Amazon.com, Inc., Appeal No. 2022-1391
(Fed. Cir., February 26, 2024, Reyna, Taranto, Chen, precedential)

» Where, to obtain revival of a patent application, counsel for the applicant falsely states that the
applicant did not intentionally abandon the application, that statement by itself is insufficient to
establish specific intent to deceive the United States Patent Office, on the part of counsel or
applicant, as the single most reasonable inference.
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https://ipfirm.com/people/michael-p-mccomas
https://cafc.uscourts.gov/opinions-orders/22-1391.OPINION.2-26-2024_2276014.pdf
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Background:

In 2005, Freshub’s parent company, Ikan Holdings, filed a patent application directed to using
voice processing to automatically update shopping lists. In January 2012, the United States Patent and
Trademark Office (“PTO”) sent a notice of abandonment to counsel for Ikan Holdings’ subsidiary, Ikan
Technologies, after receiving no response to a Final Office Action.

In January 2017, five years after the notice of abandonment, Ikan’s counsel successfully
petitioned the PTO to revive the application, signing the PTO’s pre-printed statement indicating that the
“entire delay... was unintentional.” The first patent of an eventual family of voice-processing patents
based on the application issued in November 2017.

Subsequently, Freshub sued Amazon in the U.S. District Court for the Western District of Texas
for infringement of three of the patents. In 2021, a jury found that Amazon did not infringe, and the
district court held that Amazon had failed to prove its affirmative defense asserting that Freshub
committed inequitable conduct that rendered the patents unenforceable. The district court also denied
Freshub’s motion for judgment as a matter of law, after which Freshub appealed and Amazon cross-
appealed.

Holding:

With respect to infringement, the U.S. Court of Appeals for the Federal Circuit (“CAFC”) agreed
with the district court that substantial evidence supported the jury’s non-infringement finding, holding
that Amazon Echo’s Alexa shopping list feature lacked a limitation requiring an intermediate step to
“identify an item corresponding to the text” and “add the identified item to the list.” The CAFC also
held that Amazon had not shown clear error in the district court’s factual findings or abuse of discretion
in its ultimate decision regarding Amazon’s attempt to prove inequitable conduct.

Discussion:

To support its holding with respect to inequitable conduct, CAFC referred to Therasense, Inc. v.
Becton, Dickinson and Co., 649 F.3d 1276, 1290 (Fed. Cir. 2011) (en banc), stating that “Amazon had
not offered clear and convincing evidence that the ‘single most reasonable inference’ from the
evidence... was that either Ikan or its attorney had specifically intended to deceive the PTO with the
STATEMENT in the petition to revive the application in 2017.”

CAFC explained that “Amazon focuses entirely on the intent of Ikan’s counsel, which it then
attributes to Ikan, rather than on any intent on Ikan’s part separate from that of its counsel.” To “disturb
the district court’s rejection of the inequitable-conduct defense,” the CAFC needed to conclude that “the
evidence required the district court to find that Amazon proved, clearly and convincingly, that... Ikan’s
counsel, when making his 2017 statement to the PTO, in fact believed that Ikan had intentionally
abandoned the 291 application for the 2012—17 period of nonresponse to the PTO.”



After reviewing the evidence, CAFC concluded that the district court could reasonably have
concluded that deceptive intent had not been proven under the governing legal standard, citing a thin
record based in part on Freshub’s assertions of attorney-client privilege that were not challenged on
appeal.

PTO practice now requires an additional statement if a petition is directed to a delay of more than
two years (Clarification of the Practice for Requiring Additional Information in Petitions Filed in Patent
Applications and Patents Based on Unintentional Delay, 85 FR 12222-24 (March 2, 2020)).

WHEN CLAIM LIMITATIONS POSE CONTRADICTIONS

By Nick Fan

Maxell, Ltd. v. Amperex Tech. Ltd., Appeal No. 2023-1194

(Fed. Cir., March 6, 2024, Prost, Taranto, and Chen, precedential)

» Claim limitations do not grant options. They state requirements—conditions that must be met
for a product or process ... to come within the claim’s protected zone of exclusivity. If there are
two requirements, and it is possible to meet both, the requirements are not contradictory.
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Background:

Maxell, Ltd. owns U.S. Patent No. 9,077,035. Amperex Technology Limited is a manufacturer
of lithium-ion batteries. Maxell asserted infringement, and Amperex challenged the validity of claims of
the 035 patent. The *035 patent’s claims recite at least two lithium-containing transition metal oxides,
represented by a formula that includes a variable, M!, representing a transition metal element. Two
limitations of claim 1 recite characteristics of the transition metal element M'. The first limitation recites
that the transition metal element is “selected from Co, Ni, and Mn.” The second limitation recites a
composition range for “content of Co in the transition metal M'.” The district court held the language
of claim 1 defining M! to be indefinite on grounds that the two limitations contradict each other.


https://ipfirm.com/people/nick-fan-associate
https://cafc.uscourts.gov/opinions-orders/23-1194.OPINION.3-6-2024_2281183.pdf

Holding:

The Federal Circuit concludes that there is no contradiction and therefore no indefiniteness, and
reversed and remanded the case.

Discussion:

The district court reasoned that the plain language of the claim is contradictory, because the first
limitation does not require the presence of cobalt, so cobalt is “optional,” whereas the second limitation
requires cobalt. The Federal Circuit agreed that a contradiction in a claim can render the claim indefinite,
but disagreed with the district court in this case, finding no contradiction in the claim at issue.

The Federal Circuit emphasized that claim interpretation requires reading all the text of the claim
together, in its entirety, to discern the meaning of the claim and terms within the claim. In this case, the
placement and relationship of the two limitations does not create a contradiction. Claim limitations do
not express options. They state requirements—conditions that must be met for a product or process (as
the case may be) to come within the claim’s protected zone of exclusivity. If there are two requirements,
and it is possible to meet both, there is no contradiction. If a limitation that merely narrows an earlier
limitation were understood as creating an invalidating contradiction, the ordinary operation of dependent
claims would be upended. Here, where the first limitation does not require cobalt, but the second
limitation requires cobalt, the scope of the claim is understood as requiring cobalt, without contradiction,
because the second limitation expresses the requirement.

EXPECTATION OF SUCCESS IN OBVIOUSNESS ANALYSIS
By Reina Kakimoto

Pfizer Inc. v. Sanofi Pasteur Inc., Appeal No. 2019-1871

(Fed. Cir., March 5, 2024, Lourie, Bryson, Stark, precedential)

» A patent claim can be obvious where a person of ordinary skill in the art would have been motivated, with a
reasonable expectation of success, to bridge any gaps in the prior art to arrive at a claimed invention.
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» The expectation of success in obviousness analysis need only be reasonable, not certain, and lack of working
examples in the prior art does not demonstrate lack of reasonable expectation of success where the technology
described is otherwise known to be effective.


https://cafc.uscourts.gov/opinions-orders/19-1871.OPINION.3-5-2024_2280462.pdf
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Background:

Sanofi Pasteur, Inc. (Sanofi) challenged the validity of a vaccine patent owned by Pfizer Inc.
(Pfizer) in several inter partes review (IPR) proceedings. Pfizer’s patent in suit, 9,492,559 (‘559 patent),
is directed to immunogenic compositions that include glycoconjugates (i.e., a sugar molecule attached
to a carrier such as a protein) of various Streptococcus pneumoniae serotypes for use in pneumococcal
vaccines. Claim 1 of the ‘559 patent recites “an immunogenic composition comprising Streptococcus
pneumoniae serotype 22F glycoconjugate, wherein the glycoconjugate has a molecular weight of
between 1000 kDa and 12500 kDa.”

In the IPR, Sanofi brought prior art references GSK-711 and MERCK-086. GSK-711 describes
multivalent S. pneumoniae vaccines, where the sugar molecules are derived from at least 10 serotypes of
S. pneumoniae. MERCK-086 also describes multivalent S. pneumoniae vaccines, including 22F
serotypes of S. pneumoniae. However, neither GSK-711 nor MERCK-086 disclose any specific
molecular weight of glycoconjugate. The Patent Trial and Appeals Board (“PTAB”) agreed with Sanofi,
finding that a person of ordinary skill in the art would have been motivated to find an optimal molecular
weight for a glycoconjugate to provide good stability and immune response, molecular weight being a
“result effective variable.”

Holding:

The Court of Appeals for the Federal Circuit (“CAFC”) affirmed, holding that, according to the
result-effective variable doctrine, prior art that discloses the general conditions of a claim will create a
presumption of obviousness if the particular workable ranges are identifiable through routine
experimentation.

Discussion:

In this case, CAFC found that the evidence supports PTAB’s conclusion that “conjugate size is a
result-effective variable associated with improved stability of conjugates and good immune response,
limited only by filter size, thereby rendering ‘optimization within the grasp of one of ordinary skill in
the art.”” Explaining that a routine optimization analysis “generally requires consideration whether a
person of ordinary skill in the art would have been motivated, with a reasonable expectation of success,
to bridge any gaps in the prior art to arrive at a claimed invention,” the reviewing court adopted the
PTAB’s observation that the references teach glycoconjugate examples with molecular weights in a



range that overlaps with the claimed range, and that saccharide conjugate vaccines with larger
saccharides provide good immune response, along with other evidence showing an effect of size.

The CAFC rejected Pfizer’s argument that the conclusion of reasonable expectation of success
was not supported by substantial evidence because no prior art reference in the record discloses that any
of the claimed glycoconjugates were actually made or tested in a highly unpredictable art. The reviewing
court explained that a prior art reference is not limited to its specific working examples, and the
expectation of success need only be reasonable, not certain. The court explained that the PTAB
conclusion that expectation of success was reasonable is not erroneous because expert testimony revealed
that, because the claimed serotypes had already been included in commercial multivalent vaccines as
“free” (unconjugated) polysaccharides, and multivalent glycoconjugate vaccines were generally known
to be effective, it would have been reasonable to expect the claimed glycoconjugates to be successfully
incorporated into an immunogenic vaccine.
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