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WRITTEN DESCRIPTION IS REQUIRED ONLY FOR WHAT IS CLAIMED

Novartis Pharms. Corp. v. MSN Pharms. Inc.

Appeal No. 23-2218 (Fed. Cir., Jan. 10, 2025, Lourie, Prost, Reyna)
Author: Reina Kakimoto
Key Points:

e A patent claim is not invalid for lack of written description where the specification did not describe a
later improvement not recited in the claim.
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Background:

Novartis Pharmaceuticals Corporation (“Novartis”) sued MSN Pharmaceuticals Corporation (“MSN”)
and other generic drug manufacturers for patent infringement after they sought FDA approval for generic
versions of Entresto® (sacubitril/valsartan), a drug used to treat chronic heart failure and hypertension. The
case centered on U.S. Patent 8,101,659 (“’659 patent”). The District Court found the patent invalid for lack of
written description but not invalid against obviousness and enablement challenges.

Holding:


https://www.cafc.uscourts.gov/opinions-orders/23-2218.OPINION.1-10-2025_2448627.pdf

The Court of Appeals for the Federal Circuit (CAFC) reversed the District Court’s finding of lack of
written description, ruling that the patent sufficiently described what was claimed.

Discussion:

The key dispute revolved around the term "wherein said [valsartan and sacubitril] are administered in
combination." MSN argued that the patent lacked a sufficient written description of valsartan-sacubitril
complexes (the single unit-dose form through weak, non-covalent bonds, which is the actual state of the two
drugs in Entresto® that was not known before the 659 patent’s priority date). The District Court had agreed,
declaring the patent invalid.

The reviewing court determined that the lower court had misconstrued the written description
requirement, finding that the patent did not need to describe later improvements and that the specification
adequately supported the claims. As explained by the reviewing court, the patent needs to describe what is
claimed, which is the two drugs “in combination.”

Emphasizing that the written description requirement is satisfied if the patent sufficiently describes what
is actually claimed, the CAFC rejected MSN’s contention that because the patent does not describe a complex
of the two drugs the claims are invalid. The reviewing court held that because the *659 patent does not claim
valsartan-sacubitril complexes, those complexes did not need to be described in the specification. The CAFC
was not asked, and did not determine, whether the scope of the claims can fairly cover the complexes at issue.

‘COMPRISING’ LIMITED BY DESCRIPTION

HD Silicon Sols. LLC v. Microchip Tech. Inc.

Appeal No. 2023-1397 (Fed. Cir., Feb. 6, 2025, Lourie, Stoll, Cunningham)

Author: Gregory Brummett

Key Points:

e Notwithstanding the presence of an inclusive word, the phrase “comprising tungsten” was limited in
scope to elemental tungsten by clear and repeated reference, in the specification, to tungsten as the
elemental form.
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Background:

HD Silicon Solutions LLC (“HDSS”) appealed a decision by the Patent Trial and Appeal Board (PTAB)
holding claims 1-7 and 9-17 of U.S. Patent 6,774,033 (“’033 patent”) unpatentable as obvious. The patent
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https://www.cafc.uscourts.gov/opinions-orders/23-1397.OPINION.2-6-2025_2464314.pdf
https://ipfirm.com/people/gregory-brummett

pertains to a local interconnect layer in an integrated circuit. The PTAB had construed the phrase “comprising
tungsten” as encompassing both elemental tungsten and tungsten compounds.

Holding:

The Court of Appeals for the Federal Circuit (CAFC) found the claim construction adopted by the PTAB
erroneous, but nonetheless affirmed the PTAB’s obviousness decision, finding the claim construction error
harmless.

Discussion:

HDSS challenged PTAB's interpretation of the term “comprising tungsten” in the claims of the '033
patent, arguing that PTAB had included not only tungsten as an element but also its compounds, and that this
interpretation was overly broad. The CAFC examined the specification and found that the PTAB had relied on
a single sentence to justify their interpretation. However, ultimately, the CAFC determined that the term
"comprising tungsten" refers only to elemental tungsten, either pure or with impurities, but not to tungsten
compounds. The reviewing court explained that the specification and claims refer expressly to compounds in
every case where a compound is intended, and that every mention of “tungsten” in the specification refers only
to elemental tungsten. The reviewing court further noted the use, for example in claim 12, of an open-ended
modifier when referring to materials that include both compounds and elements. Claim 12 recites a “chlorine-
based etchant,” which the specification defines as including both chlorine compounds and elemental chlorine.
No such description or usage appears in connection with “tungsten.”

The CAFC found, however, that the erroneous construction by the PTAB did not affect the outcome
because the prior art references reviewed by the PTAB taught use of tungsten, both in elemental and compound
form. The CAFC thus affirmed the PTAB’s ultimate conclusion of obviousness.

PATENTED FEATURE CANNOT ALSO BE TRADEMARKED

CeramTec GmbH v. CoorsTek Bioceramics LLC

Appeal No. 2023-1502 (Fed. Cir., Jan. 3, 2025, Lourie, Taranto, Stark)

Author: Reina Kakimoto
Key Takeaways:

e Patenting a feature is evidence, for trademark purposes, that the feature is functional.
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e Trademark protection cannot be used to prevent the public from using a patented feature after the
patent expires.
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https://www.cafc.uscourts.gov/opinions-orders/23-1502.OPINION.1-3-2025_2445697.pdf
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Background:

CeramTec GmbH (“CeramTec”) manufactures ceramic hip components made from zirconia-toughened
alumina (ZTA) and sought trademark protection for the pink color of these components. CoorsTek Bioceramics
LLC (“CoorsTek”) challenged the trademarks, arguing that the pink color was functional because it resulted
from chromia, which enhances material hardness and toughness. Agreeing with CoorsTek, the Trademark Trial
and Appeal Board (TTAB) canceled the trademarks. CeramTec appealed.

Holding:

Aligning with Supreme Court precedent holding that patenting a feature is strong evidence that the
feature is functional, the Court of Appeals for the Federal Circuit (CAFC) affirmed, finding that the pink color
was functional and thus not eligible for trademark protection.

Discussion:

The CAFC applied the functionality doctrine, particularly the “Morton-Norwich factors,” which assess
whether a feature serves a useful purpose. The CAFC determined that chromia in the ceramic directly
contributed to hardness, making the pink color an inherent functional feature rather than a distinctive trademark.

Key evidence based on the “Morton-Norwich factors” included:
o CeramTec’s own patents, which describe chromia’s functional benefits and claim the color pink.

e Advertising materials emphasizing chromia’s role in improving durability.

o Lack of evidence showing that alternative colors could achieve the same performance.

Given these findings, the CAFC held that the pink color could not be monopolized through trademark
law. The court explained that to hold otherwise, to permit trademark protection for a patented feature, would
frustrate the purpose of the patent system to permit public use of an invention after the patent has expired.
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